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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 53 and 54 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The preamble of claim 53 recites a system while the body of the claim recites a 
software, which is confusing. It is not clear to what extent said software represents a 
structural element. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-7, 10-27, 51-54 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Tran (US 2002/0095368). 

Claim 1. Tran teaches a computer-implemented method for on-line auction, the 
method comprising: 

a first user terminal generating an offer to sell or to buy an item in accordance 
with first offer criteria (Fig. 1, [0009]); 
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a second user terminal generating an offer to buy or to sell a corresponding item 
in accordance with second offer criteria (Fig. 1, [0009]); 

comparing the offer criteria to match an offer to sell and an offer to buy if any or 
all of their criteria match ([0008], [0022], "matching the investor's/user's identified 
interests "): 

in response to a match between the offers, opening a peer to peer 
communication channel between the user terminals that made the matching offers 
([0008], "chat rooms 11 [0009], [0029]; and 

conducting an auction between those user terminals via the communication 
channel [0009]. 

Claim 2. Tran teaches said method, further comprising using the criteria of an 
offer to search for offers with matching criteria [0022], "match the investor's identified 
interests ". 

Claim 3. Tran teaches said method, wherein the search is conducted on a 
central database accessible by the user terminals, to which database the offers are 
transmitted [0029]. 

Claim 4. Tran teaches said method, wherein the database is associated with a 
server to which the user terminals are clients [0014]. 

Claim 5. Tran teaches said method, wherein comparison and matching of offer 
criteria are performed at the server end [0022]. 
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Claim 6. Tran teaches said method, wherein the search is conducted across the 
communications network of which the user terminals are a part [0014]. 

Claim 7. Tran teaches said method, wherein an offer is broadcast by a user 
terminal to other user terminals on the network [0021]. 

Claim 10. Tran teaches said method, wherein comparison and matching of offer 
criteria are performed by a user terminal that receives an offer from another user 
terminal [0009]. 

Claim 11. Tran teaches said method, wherein the received offer is compared 
with an offer generated by and stored by the user terminal that receives the offer [0009]. 

Claim 12. Tran teaches said method, wherein an offer is stored in readiness for 
comparison and matching with a subsequent offer [0029]. 

Claim 13. Tran teaches said method, wherein the offer is stored for a timeout 
period [0010]. 

Claim 14. Tran teaches said method, wherein the offers are generated by 
software agents resident on the respective user terminals [0009]. 

Claim 15. Tran teaches said method, wherein a software agent searches for 
matching offers across the communications network ([0008], [0009], [0029]. 

Claim 16. Tran teaches said method, wherein a software agent receives, 
compares and matches offers ([0008], [0009], [0029]). 
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Claim 17. Tran teaches said method, wherein a software agent opens the peer 
to peer communication channel between user terminals in response to a match between 
offers ([0008], "chat rooms" [0009], [0029]. 

Claim 18. Tran teaches said method, wherein a software agent creates an 
auction on a user terminal [0009]. 

Claim 19. Tran teaches said method, wherein the software agent runs the 
auction as a background task on the desktop of the user terminal [0027]. 

Claim 20. Tran teaches said method, wherein a seller agent makes an offer to 
sell an item [0009]. 

Claim 21. Tran teaches said method, wherein the seller agent receives bids for 
the item on its user's behalf [0009], [0006]. 

Claim 22. Tran teaches said method, wherein the seller agent responds to bids 
automatically on its user's behalf [0009], [0006]. 

Claim 23. Tran teaches said method, wherein the seller agent responds to bids 
in accordance with real time instructions of its user [0009], [0006], 

Claim 24. Tran teaches said method, wherein a buyer agent makes an offer to 
buy an item [0009], 

Claim 25. Tran teaches said method, wherein the buyer agent bids for an item 
during the auction [0009]. 
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Claim 26. Tran teaches said method, wherein the buyer agent bids automatically 
on its user's behalf [0009]. 

Claim 27. Tran teaches said method, wherein the buyer agent conveys bids in 
response to real time bidding instructions of its user [0009]. 

Claim 51 and 52 are rejected on the same rationale as set forth above in claims 
1 and 2. 

System claims 53 and 54 repeat the subject matter of method claims 1 and 2 
respectively, as a set of apparatus elements rather than a series of steps. As the 
underlying processes of claims 1 and 2 have been shown to be fully disclosed by the 
teachings of Tran in the above rejections of claims 1 and 2, it is readily apparent that the 
system disclosed by Tran includes the apparatus to perform these functions. As such, 
these limitations are rejected for the same reasons given above for method claims 1 
and 2, and incorporated herein. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tran in view of Hayes et al. (US 2002/0138399). 

Claim 8. Tran teaches all the limitations of claim 8 except that an offer is sent by 
a user terminal to a group of other user terminals defined by the sending user terminal. 

Hayes et al. (Hayes) teaches a computer-implemented method for trading in a 
peer-to-peer environment wherein an offer is sent by a user terminal to a group of other 
user terminals defined by the sending user terminal [0067], [0077], [0041]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Train to include that an offer is sent by a user terminal to 
a group of other user terminals defined by the sending user terminal, as disclosed in 
Hayes, because it would advantageously allow to send offers to specific or preferred 
group of people, for example, located within a 10-mile radius, as specifically taught by 
Hayes [01 17]. 

Claim 9. See reasoning applied to claim 8. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mila Airapetian whose telephone number is (571) 272- 
3202. The examiner can normally be reached on Monday-Friday 9:30 am - 6:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571) 272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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